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Non-Final Office Action 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1, 4, 5, 7, 8, 12, 14, and 17 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 , 4, 6, 8, and 1 1 
of U.S. Patent No. 6,745,351 . Although the conflicting claims are not identical, they are 
not patentably distinct from each other because claim(s) 1, 4, 6, 8, and 1 1 of U.S. 
Patent No. 6,745,351 contain(s) every element of claim(s) 1,4,5, 7, 8,12,1 4, and 1 7 of 
the instant application and as such anticipate(s) claim(s) 1,4,5, 7, 8,12,1 4, and 1 7 of 
the instant application. 

"A later patent claim is not patentably distinct from an earlier patent claim if the 
later claim is obvious over, or anticipated by, the earlier claim. In re Longi . 759 F.2d at 
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896, 225 USPQ at 651 (affirming a holding of obviousness-type double patenting 
because the claims at issue were obvious over claims in four prior art patents); In re 
Berg , 140 F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of 
obviousness-type double patenting where a patent application claim to a genus is 
anticipated by a patent claim to a species within that genus). " ELI LILLY AND 
COMPANY v BARR LABORATORIES, INC., United States Court of Appeals for the 
Federal Circuit, ON PETITION FOR REHEARING EN BANC (DECIDED: May 30, 
2001). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-3, 6, 10-13, 15, and 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hauge, U.S. Patent 4,949,252. 

Referring to claims 1 and 12: 

a. In column 4, lines 22-24, Hauge discloses that signal lines which are 
monitored by channel interface may be selectively transferred into a cache 
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memory via a data bus. Cache memory is a high-speed memory which is 
capable of receiving and storing data samples at high data rates (a protocol 
analyzer operably connected to the computer network and having a trace 
memory in which trace data from the computer network is selectively stored). 

b. In column 17, lines 49-53, Hauge discloses that during the time that a 
sampling run is being executed the channel interface continually monitors the 
signals to which it is connected, and periodically receives and transmits signal 
information of interest into cache memory. Cache memory in turn forwards the 
signal information of interest into FIFO, and the FIFO under the control of the 
system controller transfers the information into large store memory (hardware 
circuitry that selectively identifies locations in the trace memory of desired 
portions of the trace data). 

c. In column 18, lines 31-32, Hauge discloses that the channel data is 
organized into segments as shown in Fig. 6 (and a processor that utilizes the 
locations identified by the hardware circuitry to generate an index for the trace 
data stored in the trace memory). 

Referring to claim 2, in column 18, lines 13-18, Hauge discloses the system 
organizes and presents the data to the operator in a fashion which enables the operator 
to quickly scan the sampled data (wherein the hardware circuitry is a hardware search 
engine operably connected to the trace memory). 

Referring to claim 3, in Figure 1, Hauge discloses that the protocol analyzer 
includes the hardware circuitry and the processor as part of the protocol analyzer. 
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Referring to claim 6, in column 18, lines 31-32, Hauge discloses that the channel 
data is organized into segments as shown in Fig. 6 (wherein the hardware circuitry 
receives from the processor specified time intervals and the hardware circuitry utilizes 
the specified time intervals to identify the desired portions of the trace data). 

Referring to claims 10 and 15, in column 17, lines 56-61, Hauge discloses that 
the processor automatically initiates generation of the index upon completion of a trace. 

Referring to claims 11 and 16, in column 19, lines 17-26, Hauge discloses 
organizing the data collected by sample number and sample interval (wherein the 
hardware circuitry searches for a first time stamp encountered in each of a series of 
blocks of trace data in the trace memory and the processor utilizes the first time stamps 
to build a time index for the series of blocks of trace data). 

Referring to claim 13, in column 19, lines 17-26, Hauge discloses organizing the 
data collected by sample number and sample interval (wherein the desired portions are 
on specified time intervals representing different durations from a given triggering event 
associated with the trace data stored in the trace memory and the index that is 
generated is a time index). 

5. Claims 1, 4, 5, 9-13, and 15-18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Trcka et al., U.S. Patent 6,453,345 B2. 
Referring to claims 1 and 12: 

a. In column 2, lines 24-28, Trcka et al. disclose that the system continuously 
captures all valid data-link-level packets and routes this traffic (together with 
date/time stamps) to a high capacity, non-volatile data recorder (a protocol 
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analyzer operably connected to the computer network and having a trace 
memory in which trace data from the computer network is selectively stored), 
b. In column 3, lines 30-48, Trcka et al. disclose being able to playback 
events and filter events (hardware circuitry that selectively identifies locations in 
the trace memory of desired portions of the trace data and a processor that 
utilizes the locations identified by the hardware circuitry to generate an index for 
the trace data stored in the trace memory). 

Referring to claims 4 and 9, in column 16, lines 44-55, Trcka et al. disclose 
analyzing a header portion of a packet (wherein the computer network is a storage 
channel network and the trace data comprises frames of packetized data having a 
header portion and a data portion and the protocol analyzer analyzes the header portion 
to determine an activity associated with the frame). 

Referring to claim 5, in column 5, lines 50-58, Trcka et al. disclose (wherein the 
storage channel network uses a Fibre Channel communication interface protocol). 

Referring to claim 13, in column 16, lines 53-55, Trcka et al. disclose that the 
desired portions are on specified time intervals representing different durations from a 
given triggering event associated with the trace data stored in the trace memory and the 
index that is generated is a time index. 

Referring to claims 10 and 15, in column 16, lines 53-55, Trcka et al. disclose 
that the generation of the index is automatically initiated upon completion of a trace. 

Referring to claims 11, 16, and 18, in column 17, lines 48-51, Trcka et al. 
disclose that the hardware circuitry searches for an initial time stamp encountered in 
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each of a series of blocks of trace data in the trace memory and the initial time stamps 
are utilized to generate a time index for the series of blocks of trace data. 
Referring to claims 1 and 12: 

a. In column 2, lines 24-28, Trcka et al. disclose that the system continuously 
captures all valid data-link-level packets and routes this traffic (together with 
date/time stamps) to a high capacity, non-volatile data recorder (captured trace 
data from a computer network using a protocol analyzer operably connected to 
the computer network; selectively storing time stamps with the trace data). 

b. In column 3, lines 30-48, Trcka et al. disclose being able to playback 
events and filter events (using hardware circuitry to identify locations in the trace 
memory of trace data associated with selected time stamps; and utilizing the 
locations identified by the hardware circuitry to generate a time index for the 
trace data stored in the trace memory). 

Allowable Subject Matter 
6. Claims 7, 8, 14 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Maskulinski whose telephone number is 
(571)272-3649. The examiner can normally be reached on M-F 9:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Beausoliel can be reached on 571-272-3645. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner, Art Unit 21 1 3 



